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DETAILED ACTION 
TITLE 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The pending claims are 
directed to a method on a computer system directed to screening cell data from a plate 
containing wells. The present title lacks any of these specificities and is vastly more 
generic that the actually claimed subject matter and thus not specifically representative 
thereof. 

NEW MATTER 

Claims 13-25 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

NEW MATTER has been added via certain limitations in the newly presented 
claims. Figure 7 was cited in REMARKS, filed 5/1 8/01 , as part of the support for the 
new claims. It is noted that item 100 in Figure 7 cites operator input of necessary 
parameters. This is different from what apparently corresponds in claim 13 as part b). 
Said Figure 7 lacks any storing... in a database limitation as now in said part b). Figure 
7 indicates that an operator inputs the data but this operator concept is not cited in said 
part b). Also, said part b) of claim 13 specifies that the parameters are used for 
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screening of the plate, but no such specificity is present in Figure 7. Additionally, the 
bottom of Figure 7 indicates the generation of a Report on plate but does not indicate 
any "summary" therein as now set forth in claim 13, part c), subpart viii). Consideration 
of the other citations pointed to by applicants in said REMARKS have not revealed 
further written support for the apparent NEW MATTER described above in claim 1 3. 

NEW MATTER has also been added via claims 23-25 regarding various 
limitations therein. For example, applicants pointed to page 9, lines 12-18, for written 
support of claim 23. Consideration of said page 9 citation reveals that "different 
fluorescent agents" is cited therein whereas claim 23 broadens this to "fluorescent 
agents" which is NEW MATTER. Page 1 1 , line 22, through page 12, line 19, was cited 
in said REMARKS to support claims 24 and 25. Consideration of the fluorescence 
disclosures on said pages 11-12 reveals that ratios of fluorescent intensities are only 
disclosed regarding comparison of the cytoplasmic mask to average fluorescent 
intensity within the cell nucleus. In claims 24 and 25 NEW MATTER has been added by 
broadening the ratio of fluorescent intensity limitation without further limitation regarding 
cytoplasmic mask or an average of cell nucleus fluorescent intensity. 

VAGUENESS AND INDEFINITENESS 

Claims 13-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In the preamble of claim 13, lines 1-2, the method is directed to "cell" screening 
data, however, confusingly, no cell limitation(s) are set forth in the actual claim steps. 
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Also, said preamble sets forth the method as being directed to "retrieval" of cell 
screening data, however, confusingly, no "retrieval" limitation(s) are set forth in the 
actual claim steps. Additionally, said preamble sets forth the method as being "on a 
computer system", however, confusingly, no "computer system" is cited in the actual 
claim steps. Thus, the claim is vague and indefinite as to whether the preamble 
citations as noted above control the metes and bounds of the claim practice or whether 
the actual method steps in parts a) - c) control the metes and bounds. Clarification via 
clearer claim wording is requested. Claims 14-25 also contain these unclarities due to 
their dependence directly or indirectly from claim 1 3. 

PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 13-25 are rejected under 35 U.S.C. 102(e)(2) as being clearly anticipated 
by Sabry et al. (P/N 6,615,141). 

Sabry et al. depicts a plate with wells therein being scanned in Figures 4 and 5. 
Cellular information knowledge is acquired as summarized in the abstract of Sabry et al. 
including the storing of such information in a database with descriptors and features etc. 
Thus, Sabry et al. discloses an invention as is instantly claimed regarding subject matter 
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area. In column 2, lines 42-49, the system of the reference utilizes computer codes etc. 
for storing and retrieving cellular and substance information. Specific cellular 
information such as image and feature data that is captured in the imaging system of 
the reference are listed in column 6, lines 47-66, and stored in the database as also 
limitations in instant claims 23-25 as well as in claim 13, part c), subparts i) - v). Input 
data relating to a test compound are described in column 13, line 50, through column 
14, line 22, as also required in instant claims 13, step b), and 15. The provided plate 
(instant claim 13, step a)) imaging of the reference includes the well by well selective 
and repetitive steps as in instant claim 13, step c), as described in column 10, lines 37- 
51 , via X-Y control directed to each well on the plate. The well by well data acquisition 
as well as whole plate data acquisition and summaries as files as in instant claim 13, 
step c), substeps vi) - ix), is disclosed in the reference in column 16, line 15, through 
column 18, line 14, and more specifically in column 16, lines 50-56. Calculations on 
data summaries such as in instant claim 13, part c), subparts vi) and viii) are set forth in 
the reference in column 14, line 23, through column 16, line 15, which includes both 
cellular image data for cell samples in wells as well as comparative calculations that 
must include multiple samples and well data in a plate summary in order to result in 
data clustering, statistical analysis, heuristic classification, phylogenetic trees etc. Thus, 
the disclosure of the multiple aspects of the imaging methodology of Sabry et al. 
anticipates the multiple aspects of the instantly claimed invention. 
INFORMATION DISCLOSURE STATEMENT 
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Applicants have stated that a PTO Form 1449 has been supplied with the IDS, 
filed 12/13/01. Confusingly, no such PTO Form 1449 has been found in the record of 
the instant application. Applicants are requested to supply a copy for initialing as 
appropriate. 

No claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
Central PTO Fax Center. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 
(November 16, 1993), and 1157 0G 94 (December 28, 1993)(See 37 CFR§ 1.6(d)). 
The Central PTO Fax Center number is (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ardin Marschel, Ph.D., whose telephone number is 
(571) 272-0718. The examiner can normally be reached on Monday-Friday from 8 A.M. 
to 4 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(571)272-0549. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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